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Art Unit: 1791 

1 . Claims 29-37 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claim 29, the difference between the two alternative steps (separated by "or") 
is somewhat confusing. In particular, it is not clear what the second alternative is trying 
to describe (at least to the extent that it is to be read as distinct from the first 
alternative). Note especially that if this is indicating that a single separating element can 
raise plural "flaps", this would also lack clear antecedent in the original disclosure (no 
such new matter rejection has however been made as it is not clear that this is the 
intent - reconsideration will however be required depending upon applicant's response) 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale In this country, more than one year prior to the date of application for patent in the United 
States. 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
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under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

5. Claims 26, 28, 38 and 39 are rejected under 35 U.S.C. 102(b) as anticipated by 
JP 02-137918 to Bridgestone. 

JP '918 discloses a method of manufacturing a tyre for a vehicle wheel, 
comprising: making a carcass structure on a drum (6); toroidal shaping and applying a 
belt and tread structure to the carcass structure at a radially external position of the 
carcass/belt structure (e.g. note reference to joining with belt and tread and "toroidal 
modification" in paragraph above the "Effect of the Invention" on page 5 of the machine 
translation); wherein the tyre comprises a carcass structure comprising: at least one 
carcass ply (1 , 2); and a pair of annular reinforcing structures (7/8); wherein the at 
least one carcass ply is operatively associated with the annular reinforcing structures, 
wherein the annular reinforcing structures are suitable for mounting the tyre on a 
corresponding rim, wherein each annular reinforcing structure comprises: at least one 
bead core (7, 7'); and an annular element (8, 8'); and wherein making the carcass 
structure comprises: feeding at least one semi-finished product onto the drum (e.g. 
la/lb in fig. 2(a) can be termed a semifinished product); disposing at least one 
separating element (e.g. 3") radially external to the at least one semi-finished product; 
feeding at least one carcass ply (e.g. la', lb') onto the drum at a radially external 
position with respect to the at least one separating element (note fig. 2a); disposing the 
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annular elements (8') radially external to the at least one carcass ply and turning up the 
at least one carcass ply around at least one of the annular elements (e.g. fig. 2g); 
removing the at least one separating element (note all the various separating elements 
(including 3") are removed - the claims express no particular requirement with respect to 
the order of steps); and applying the bead cores (7' - note that the claim is entirely 
consistent with the bead core and filler both being turned-up around). A process as 
claimed in claim 26 is therefore anticipated by this disclosure. 

As to claim 28, note e.g. the abstract indicates that the layers are "stitched" and 
thus consolidated under pressure as claimed. As to claims 38 and 39, filler 8' reads on 
the annular element and is tapered and comprises an elastomer. 
6. Claims 27 and 40 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over JP 02-137918 to Bridgestone. 

As to claim 27, JP '918 discloses various separating elements (sheets 3/37374) 
but it is not clear how they are applied. To either wind the sheets or axially apply 
preformed annular/cylindrical separating sheets, consistent with the claim, are 
considered to have been two obvious alternatives to yield the desired fig. 2a 
configuration as the final desired configuration of the separating sheets is clearly 
cylindrical. As to claim 40, as already noted, the carcass structure is formed on a drum 
(6) and further the carcass is toroidally shaped and joined with the belt and tread (e.g. 
note reference to joining with belt and tread and "toroidal modification" in paragraph 
above the "Effect of the Invention" on page 5 of the machine translation). This 
reference does not however clearly indicate whether two stage/drum or unistage 
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building are used (tlie reference being principally directed only to formation of the 
carcass). However, as both unistage building (using a single drum to both build and 
shape the carcass) and multistage building (using more than one drum) are well known 
and conventional techniques to build/shape a tire, it would have been obvious to adopt 
either technique for shaping/joining with the belt tread for only the expected and 
predictable results. 

7. Claims 41-45, 47, 50 and 51 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Lacagnina (US 5,851 ,329). 

As to claim 41 , Lacagnina discloses a drum for manufacturing a tyre for a vehicle 
wheel, comprising: a central portion (e.g. 12); two side portions (e.g. col. 6, lines 35-36; 
unillustrated folding means that would read on side portions are also contemplated - 
e.g. col. 7, lines 46-57); at least one transport device for bead cores (col. 7, lines 49- 
53); at least one pressure device adapted to consolidate different semi-finished 
products with each other (e.g. fig. 5; col. 8, lines 60-64); a device adapted to radially 
modify a surface of the drum (note that the drum surface is radially expandable - col. 6, 
lines 25-28); and at least one turning-up device comprising at least one tubular 
separating element (17, 18), wherein the at least one separating element is open at 
least at one end (e.g. col. 6, lines 50-54), wherein the at least one separating element is 
externally associated with the drum (note the figures). Claim 41 also specifies 
particulars of the tire to be built but these represent the intended use of the apparatus 
and do not further structurally define the drum in a manner that would define over 
Lacagnina. Lacagnina thus anticipates claim 41 . 
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As to claim 42, note again the pressure roller in fig. 5 (also col. 8, lines 60-64). 
As to claims 43-44, the turning up devices 17-20 are positioned at each end of the drum 
and are axially movable and rotatable - e.g. col. 6, lines 41-46. As to claim 45, note col. 
6, lines 50-54 and col. 8, lines 5+. As to claim 47, note for example clamp means 
described at col. 8, lines 55-59 that are associated with the turning devices (insofar as 
they help hold the sidewall when located partially on the tubular element, they are 
operatively associated with these elements). As to claim 50, the fig. 4 illustrated roller 
can be termed the second pressure device, in which case other elements such as the 
turn down device (col. 7, lines 46-49) or clamp means (col. 8, lines 55-59) read on the 
claimed other pressure device. As to claim 51 , the separating elements are made from 
anti-adhesive, elastic material - note col. 6, lines 64-66. 
8. Claim 46 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Lacagnina (US 5,851,329). 

Lacagnina indicates that the tubular elements include reinforcing threads 
although it does not appear to suggest circumferentially disposed threads (reading this 
as requiring that the threads extend in the circumferential direction). It does however 
indicate that suitable reinforcing can be selected as long as the desired extensibilities 
are provided, i.e. circumferential extensibility and relatively inextensible in the axial 
direction - note esp. col. 6, line 964 - col. 7, line 34. To include circumferential 
reinforcement, either as relatively extensible elastic threads, or as circumferential 
threads adjacent the flanges where circumferential extensibility would be seen by the 
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artisan as not needed, would tlierefor liave been seen as obvious reinforcement 
configurations and lead to only the expected results. 

9. Claims 47-49 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Lacagnina (US 5,851 ,329) as applied above, and further in view of Okafuji et al. (US 
4,830,693). 

As to claims 47-49, providing a bladder based device as the folding apparatus 
described at col. 7, lines 46-57 of Lacagnina would have been obvious as such 
represents an extremely well known folding device in this art - Okafuji et la. is merely 
exemplary. The bladder is of larger diameter than the drum and is expandable and 
pressed towards the drum surface. Claim 47 has been included within this rejection as 
such a folding device would also form a second pressure device. 

1 0. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1 994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 
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1 1 . Claims 26-51 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 25-49 of 
copending Application No. 10/531254. Although the conflicting claims are not identical 
(although they are very close to being identical), they are not patentably distinct from 
each other because the present claims (except claim 40) are generically inclusive of 
either single or two stage building and therefore are anticipated even though the 
conflicting claims of the copoending application require two stage building (method 
claims) or a first stage drum (drum claims). As to claim 40, alternative use of single 
stage building would have been an obvious alternative for only the expected and 
predicable results given that both single stage and multistage building are well known 
and conventional, each having well known advantages and disadvantages. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

1 2. Claims 29-37 would be allowable if the above provisional obviousness-type 
double patenting rejection were overcome along with being rewritten to overcome the 
rejection(s) under 35 U.S.C. 112, 2nd paragraph, set forth in this Office action and to 
include all of the limitations of the base claim and any intervening claims. 

The closest prior art would not teach or render obvious a process as defined in 
claim 26 with the additional requirements of claim 29 where axial movement of the 
separating elements lifts respective flaps of the carcass causing the flap to be wrapped 
around the annular element. While Lacagnina shows effecting lifting up a flap with axial 
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movement of the separating device, this lifting is for a sidewail flap and does not 
otherwise suggest a method as claimed. 

1 3. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Geoffrey L. Knable whose telephone number is 571- 
272-1220. The examiner can normally be reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Crispino can be reached on 571-272-1226. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more Information about the PAIR system, see http://palr-dlrect.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Geoffrey L. Knable/ 

Primary Examiner, Art Unit 1791 

G. Knable 

September 10, 2008 



